REMARKS 

No new matter has been added by the present amendment. Upon entry of this 
Response, claims 1-9 and 23-37 remain present and active in the application. 

Claim Rejections - 35 U.S.C. 5112, First Paragraph 

The new matter rejection of claims 36-37 under 35 U.S.C. § 112, first paragraph for 
reciting the phrase "and combinations thereof has been obviated by amendment. 
Accordingly, withdrawal of this ground of rejection is respectfully requested. 

Claim Rejections - 35 U.S.C. S 112. Second Paragraph 

The rejection of claims 1-37 under 35 U.S.C. § 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
Applicants regards as the invention is respectfully traversed for the reasons set forth 
below. 

1 . The rejection of claim 1 under 35 U.S.C. § 1 12, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 

which Applicants regards as the invention is respectfully traversed. The claim language 

used to describe the acts of the claimed method fully conforms to the parameters of 

MPEP 2173.01, which states the following: 

A fundamental principle contained in 35 U.S.C. 112, second 
paragraph is that applicants are their own lexicographers. 
They can define in the claims what they regard as their 
invention essentially in whatever terms they choose so long 
as any special meaning assigned to a term is clearly set 
forth in the specification. See MPEP § 21 1 1 .01 . Applicant 
may use functional language, alternative expressions, 
negative limitations, or any style of expression or format of 
claim which makes clear the boundaries of the subject 
matter for which protection is sought. As noted by the court 
in In re Swinehart, 439 F.2d 210, 160 USPQ 226 (CCPA 
1971), a claim may not be rejected solely because of the 
type of language used to define the subject matter for which 
patent protection is sought. 

In accordance with the requirements of 35 U.S.C. § 1 12, second paragraph and 

MPEP 2171, each recited act of the claimed method (i.e., "releasing," "staining," 
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"detecting," and "distinguishing") clearly conveys to one of ordinary skill in the art both 
the subject matter that Applicants regard as the invention, and the metes and bounds of 
the subject matter for which a patent grant is being sought. Moreover, the meaning of 
all terms used in the claim would have been abundantly clear to one of ordinary skill in 
the art in view of the description in the specification (e.g., page 1 1 , lines 5-8; page 18, 
line 19 to page 19, line 13; page 24, line 4 to page 26, line 25; etc.) 

In response to the assertion in the Office Action (i.e., paragraph bridging pages 
3-4) that it would have been difficult to discern where in the sequence of claimed acts 
the recited surfactants are used, Applicants note that the usage of the recited 
surfactants are clearly identified in lines 8-12 of independent claim 1. 

For at least the reasons set forth above, Applicants respectfully submit that the 
language used to claim the method for detecting a malaria parasite in claim 1 is not 
indefinite. Accordingly, withdrawal of this ground of rejection is respectfully requested. 

2. The rejection of claim 1 under 35 U.S.C. § 112, second paragraph, as 
being indefinite for reciting the phrase "detecting optical information" is respectfully 
traversed. 

The phrase "detecting optical information" fully conforms to the parameters of 
MPEP 2173.01 (quoted above). Moreover, the meaning of this phrase would have been 
abundantly clear to one of ordinary skill in the art in view of the description in the 
specification (e.g., page 24, line 4 to page 26, line 25; page 29, lines 5-13; page 31, line 
16 to page 32, line 5; etc.). 

Solely by way of illustration, as explained in the specification, "optical 
information" can include data collected via flow cytometry and the "detecting" of "optical 
information" can include measuring the intensity of light emitted by a cell under 
investigation. In addition, the correlation between "detecting" of "optical information" 
and detecting the presence of a malaria parasite can be based on differences in 
measured light intensities (e.g., page 24, lines 4-16; etc.). 

For at least these reasons, Applicants respectfully submit that the recitation of 
the phrase "detecting optical information" in claim 1 is not indefinite and that its meaning 
would have been abundantly clear to one of ordinary skill in the art particularly in view of 
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the clear description provided in the specification. Accordingly, withdrawal of this 
ground of rejection is respectfully requested. 

3. The rejection of claims 5 and 23 under 35 U.S.C. § 1 12, second paragraph, 
as being indefinite for reciting the phrase "fluorescent light information" is respectfully 
traversed. 

The phrase "fluorescent light information" fully conforms to the parameters of 
MPEP 2173.01 (quoted above). Moreover, the meaning of this phrase would have been 
abundantly clear to one of ordinary skill in the art in view of the description in the 
specification (e.g., page 24, line 4 to page 26, line 25; page 29, lines 5-13; page 31, line 
16 to page 32, line 5; etc.). 

Solely by way of illustration, as explained in the specification, "fluorescent light 
information" can include lateral and/or forward fluorescent light, and the "detecting" of 
"fluorescent light information" can include measuring fluorescent light intensity. In 
addition, the correlation between "detecting" of "fluorescent light information" and 
detecting the presence of a malaria parasite may be based on differences in measured 
light intensities (e.g., page 24, line 17 to page 26, line 25; etc.). 

For at least these reasons, Applicants respectfully submit that the recitations of 
the phrase "fluorescent light information" in claims 5 and 23 are not indefinite and that 
its meaning would have been abundantly clear to one of ordinary skill in the art 
particularly in view of the clear description provided in the specification. Accordingly, 
withdrawal of this ground of rejection is respectfully requested. 

4. The rejection of claims 6 and 23 under 35 U.S.C. § 1 12, second paragraph, 
as being indefinite for reciting the phrase "scattering light information" is respectfully 
traversed. 

The phrase "scattering light information" fully conforms to the parameters of MPEP 
2173.01 (quoted above). Moreover, the meaning of this phrase would have been 
abundantly clear to one of ordinary skill in the art in view of the description in the 
specification (e.g., page 24, line 4 to page 26, line 25; page 29, lines 5-13; page 31, line 
16 to page 32, line 5; etc.). 
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Solely by way of illustration, as explained in the specification, "scattering light 
information" can include lateral and/or forward scattering light, and the "detecting" of 
"scattering light information" can include measuring scattering light intensity. In addition, 
the correlation between "detecting" of "scattering light information" and detecting the 
presence of a malaria parasite may be based on differences in measured light 
intensities (e.g., page 24, line 17 to page 26, line 25; etc.). 

For at least these reasons, Applicants respectfully submit that the recitations of 
the phrase "scattering light information" in claims 6 and 23 are not indefinite and that its 
meaning would have been abundantly clear to one of ordinary skill in the art particularly 
in view of the clear description provided in the specification. Accordingly, withdrawal of 
this ground of rejection is respectfully requested. 

Conclusion 

In view of the Amendment and Remarks set forth above, Applicants respectfully 
submit that the claimed invention is in condition for allowance. Early notification to such 
effect is earnestly solicited. 

If for any reason the Examiner feels that the above Amendment and Remarks do 
not put the claims in condition to be allowed, and that a discussion would be helpful, it is 
respectfully requested that the Examiner contact the undersigned agent directly at 
(31 2)-32 1-4257. 



Respectfully submitted, 




Gregory^. Z$f\a U 0 
Registration No. 48,059 
Agent for Applicants 



BRINKS HOFER GILSON & LIONE 
P.O. BOX 10395 
CHICAGO, ILLINOIS 60610 
(312) 321-4200 
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